Skadestand |
Counterfeitingmal

Ann-Charlotte Soéderlund
acs@gozzo.se

AAAAAAAAA



Enforcement Directive - damages

Article 17
Damages

Member States shall ensure that the competent judicial authorities, on
application by the injured party, shall order the infringer who knowingly,
or with reasonable grounds to know, engaged in an infringing activity,
to pay the right holder damages appropriate to the actual prejudice
suffered by him as a result of the infringement.
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Ctnd

When the judicial authorities set the damages :

a) they shall take into account all appropriate aspects, such as the
negative economic consequences, including lost profits, which the
injured party has suffered, any unfair profits made by the infringer
and, in appropriate cases, elements other than economic factors,
such as the moral prejudice caused to the right holder by the
infringement ;

b) as an alternative to (a), they may, in appropriate cases, set the
damages as a lump sum on the basis of elements such as at least
the amount of royalties or fees which would have been due if the
infringer had requested authorisation to use the intellectual property
right in question.
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For all IP Rights

For the industrial rights (trademarks, trade names, design rights,
patents and plant breeders’ rights) damages are only available in the
case of intentional infringement or negligent conduct and only where
the infringement has been committed on a commercial scale.
However, if special reasons exist compensation for use of the IP
right in question may as an exception be awarded also in cases of
good faith infringements.

For copyrights (to the extent the use of the copyright extends
beyond private use) and topographies for semiconductor products
damagesare available, irrespective of whether the infringer has
acted in good faith. Damages are limited to a reasonable royalty in
such case.

There is no overall limitation on the damages assessed, although
damages could not exceed the actual damages suffered.
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Svensk praxis

Handelskompaniet B 769-11 Stockholms tingsratt 2013-07-15.
(Overklagad HovR, men endast straffet.)

- Skalig ersattning + uppskattning forlorad férsaljning med de
antaganden detta innebar eller intrangsgorarens vinst?

- Hur berékna vinsten? Vilka kostnader kan intrdngsgoraren
tilgodogora sig?

Den immaterialréttsliga konstruktionen med en rétt till “skélig
erséttning fér utnyttiandet och erséttning for ytterligare skada” ar
endast avsedd att underlatta for rattighetshavaren genom att
sakerstalla att denne alltid far atminstone en skalig ersattning for
utnyttjandet
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Handelskompaniet....ang vinsten

Det finns alltsa inte nagot hinder mot att rattighetshavaren avstar
fran att yrka skalig ersattning och i stallet endast framstéller ett mer
traditionellt skadestandsyrkande, exempelvis endast yrkar ersattning
for utebliven vinst och for goodwillforlust. Att uppstalla en sadan
begransning torde for dvrigt inte vara forenligt med artikel 13 |
direktiv 2004/48/EG. Skalet till att manga rattighetshavare anda
valjer att utforma sitt yrkande pa det satt som Fred Perry angett som
alternativ berakningsgrund for sitt forstahandsyrkande (A kr som
skalig ersattning + [B kr for utebliven vinst — A kr som utgatt som
skalig ersattning] + C kr for goodwillforlust) ar dock sannolikt att en
rattighetshavare som efterstravar full ersattning for utebliven vinst
och goodwillférlust endast pa detta satt kan vara saker pa att fa
atminstone miniminivan, dvs. skalig ersattning for utnyttjandet.

Vi tog vinsten (som sedan i slutet blev mindre an det alternativa
yrkandet men vi slapp fora en hel del bevisning)
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Handelskompaniet... ang avrakning

Samtliga plagg som inte fanns vid beslaget ansags salda.
Intrangsgoraren bevisbordan

Bankkostnader dras av

Fraktkostnader som kan bevisas av intrangsgoraren
Emballage som kan bevisas

Inget avdrag for kundforluster
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Brandwill

Stockholms tingsratt B 17726-11 2015-01-16, Svea HovR

Alternativa yrkanden som i Handelskompaniet. Vi gick helst pa
intrangsgorarens vinst pga bra bevislage. Trodde vi.

Genom dessa uppgifter och den skriftliga bevisningen, framfor allt
aberopade betalningar och fakturor, ar det styrkt att verksamheten
atminstone haft namnda omfattning. Den aterstaende fragan ar
darmed om aklagaren, mot Hakan Mindeltfs och Henrik Svenssons
bestridande, har styrkt att ytterligare 6 512 Lacoste-plagg, 3 565
Fred Perry-plagg och 9 000 Polo Ralph Lauren-plagg har
importerats, lagrats for forsaljningsandamal och/eller bjudits ut till
forsaljning samt att ytterligare 6 867 Lacoste-plagg, 4 106 Fred
Perry-plagg, 9 038 Polo Ralph Lauren-plagg, 269 Abercrombie &
Fitch-plagg och 125 Burberry-plagg har salts.

A DV 0O KATER



Brandwill...

Till stod for pastaendet om ytterligare import har aklagaren aberopat viss e-
postkorrespondens angaende bestallningar, leveranser och erbjudanden samt
foljande fakturor som har patraffats i Brandwill AB:s server....

...Férekomsten av fakturor avseende ytterligare inkbp och férséljningar talar i
och for sig for att sddana inkop respektive forsaljningar har agt rum. Nagra
betalningar avseende dessa ytterligare inkop har emellertid inte kunnat sparas.
Det &r dessutom mycket svart att dra nagra sakra slutsatser av den évriga
skriftliga bevisningen nar det galler vad som faktiskt har levererats, dvs.
importerats....

...Mot denna bakgrund kan det enligt tingsrétten — trots de fakturor som
patraffats i Brandwill AB:s server — inte anses styrkt att den faktiska importen
har haft storre omfattning an vad Hakan Mindel6f och Henrik Svensson
uppgett. | konsekvens med detta ar det inte heller styrkt att lagringen for
forsaljningsandamal haft storre omfattning. Av det anférda foljer daremot att
utbjudandet till forséljning har haft nagot storre omfattning an den faktiska
importen och i vart fall &ven omfattat ndmnda 1 565 stickade Fred Perry-
tréjor. ...

De som inte fanns kvar i lagret, antogs dock salda av tingsratten.
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Mot hovratten...

Omvand bevisborda?

....Nér det géller sadana fakta bér dock enligt Nordh gélla for
malsaganden férmanligare bevisregler i fraga om skadeverkningar
och andra effekter av det brottsliga handlandet, om malsdganden i
en civilprocess hade atnjutit en sarskild bevislattnad, sasom i fraga
om komplicerade orsakssamband eller enligt 35 kap. 5 8. Ocksa for
fakta som det i en civilprocess hade vilat pa den tilltalade att bevisa,
som t.ex. en invandning om medvallande frdn malsaganden eller
mer _aktuellt har invandning om att alla varor inte fatts, bor enligt
Nordh fér malséganden férmanligare regler gélla. ...

....Det ar till och med sa att de tilltalade inte ens har forsékt att séga
hur mycket de fick av det inképa......
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Hovratten...

...Omfattningen av brottsligheten ingar som en komponent i
berakningen av malsdgandebolagens yrkanden om skélig ersattning
och har aven i dvrigt aberopats av malsagandebolagen som en
omstandighet som inverkar pa skadans storlek. Fragan om
omfattningen av foérsaljningen av varumarkesforfalskade plagg har
aven straffrattslig relevans, pa det sattet att omfattningen inverkar pa
straffvardet och darmed pa paféljdsval och straffmatning. Enligt
hovrattens mening finns det mot den bakgrunden inte grund for att |
detta fall tillampa ett lagre beviskrav i fraga om omfattningen av
forsaljningen i skadestandsdelen &n det som galler i den
straffréttsliga delen...

S4, det blev som tidigare. Vi fick dock omfattande skadestand och
fulla rattegangskostnader.
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Rocktown (HD PT)

"Malsagandena har skapat en licensmarknad och licensierar sina
varumarkes- och upphovsratter for anvandning pa s.k.
merchandisingvaror. Avsikten ar att exploatera respektive rockgrupp
och bredda inkomsten for dessa utover inkomsterna for den
verksamhet for vilken rockbanden ar kdnda. For licensen betalas en
royalty oavsett om den innefattar varumarke, upphovsratt eller bada
delarna. Ett sAdant upplagg ar inget ovanligt — ta exempel med
adidas om de upplater licens for tillverkning av skor.

Licensavgiften erlaggs beraknat pa forsaljningspriset till detaljist per
merchandisingprodukt.

Varumarkesanvandningen pa merchandisingvaror har en annan
funktion. Dar anvands varumarket for att visa bararens tillhorighet,
stdd for och lojalitet till en viss foreteelse, i det har fallet rockgrupp, i
Arsenal ECJ C-206/01 ett fotbollslag, och att kommunicera bararens
intressen till omvarlden. Det ar da inte varan i sig som ar av intresse
utan i merchandisingprodukter ligger ett imagevarde...”
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Rocktown

Skadestandsersattning gemensamt for saval varuméarkes- som
upphovsrattsintrang eftersom det ar fraga om samma skada
oavsett om det ar intrang i varumarke och upphovsrétt eller bara
varumarke.

Nar det galler den skaliga ersattningen ar det vardet av licensen att
anvanda rockbandens namn, dvs varumarket pa plagget som ar
avgorande.

For marknads- och goodwillskadan ar det volymen av
intrangsprodukter som &r avgorande oavsett om bara varumarket
eller bade varumarket och upphovsratten forekommer.
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Hovratten....

Varumarkesrattsligt relevanta forfoganden och upphovsrttsligt relevanta forfoganden
4r inte samma sak. Med andra ord har den ensamrétt som 4t knuten till eit varumirke
respektive cit upphovsrittsligt skyddat alster jnte samma innehall. Det som ska erséttas
enligt skadestandsbestammelserna i varumarkeslagen respektive upphovstittslagen (8

kap. 4 § varumérkeslagen och 54 § upphovsrittslagen) ar det utnyttjande som falktiskt
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Hovratten:

Nix, vi hade — enligt hovratten - inte visat att licensavgiften
densamma. Men det var FEL — framgick av ett vittnesmal. Vi fick
dock fulla rattegangskostnader sa den tilltalade gick ytterligare
minus.

Det ankommer dérfor pi mélsidgandena att presentera utredning till st6d for sitt pasta-

ende att licensavgiften dr densamma oavsett om bade varumirkesriitsliga och upp-

hovstiittsliga forfoganden forekommit betrdffande varorna eller om det endast varit

fraga om forfoganden hanforliga till ndgon av dessa riittigheter.
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Mot nya utmaningar!

TACK FOR
UPPMARKSAMHETEN!
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Precedence

Stockholm tingsratt (Stockholm District Court) - case no T 2600-09:
The infringer’s profit based on: market price of corresponding
original products minus infringer’s purchase price of infringing
products = profit.

Stockholms tingsratt (Stockholm District Court — case no T 3083-07: (i)
Responsibility for board members based on: infringing activity made
by board member plus negligence = responsibility (ii) The royalty
when no market for licensing exists: Estimation of royalty based on:
multiple infringements plus reputation plus other facts such as
security standards = royalty of 25 percent of sales price (iii)
damages: lost revenues for sale of genuine goods plus lost revenues
for sale of services in connection to the genuine goods plus goodwill
damages = damages where infringer’s gross negligence increases
the damages.
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Precedence

Stockholms tingsratt (Stockholm District Court) — case no T 2479-04:
The royalty when a market for licensing exists and there exists no
equivalent goods: royalty x value of goods = total royalty. Also value
of goods: protected product plus product sold in connection with the
same = total value per piece.

Svea hovréatt (Svea court of appeal) — case no B 4041-09 (The Pirate
Bay, TPB): Reasonable royalty: Hypothetical royalty x number of
downloads x 0.5 (due to unreliable internal download counters at
TPB, and due to the fact that some users download samples to try
before they buy) for some films in two categories; high end or
average. Fixed license royalty for other films irrespective of
downloads. Actual profit per song or aloum x number of downloads x
0.5 for music.

Additional damages: Half of reasonable royalty for film, due to
weakened negotiation position against distributors and additional
costs to protect intellectual property rights. For music, the additional
damages were set to half of the reasonable royalty for music already
legally available online; the same amount as the reasonable royalty
for music available legally online, but only after the infringement; and

double the reasonable royalty for music never released on the legal
online market.
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Precedence

Hogsta domstolen (Swedish Supreme Court) — case no T 6015-11:
When calculating the reasonable royalty for the illegal access to the
cable TV service, the starting point should be the amount that the
service provider would have received for the usage of the services.
When calculating this usage, the minimum subscription period may
not be used for the calculation, but rather the actual time with access
to the service, however, irrespective of the actual use. The total fee
for the subscription period may be used to calculate the hypothetical
fee for the access period.

Stockholms tingsratt (Stockholm District Court) case no B 769-11: Lost
profits can be calculated based on the profits of the infringer. The
profits of the infringer shall be calculated subtracting the expenses of
the infringer; however, customer/credit-losses may not be subtracted
from the profits. When merchandise is intercepted by customs, the
calculation of damages may be based on a conservative estimation
of the presumptive profits the infringer would have made, had it not
been for the merchandise being intercepted.
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Precedence

Stockholms tingsratt (Stockholm District Court) case no T 9495-09:
Where a trademark has been infringed the reasonable royalty shall
be set to normal licensing prices. For trademarks that are not
normally being licensed the royalty shall be set to an estimated
reasonable royalty.

Stockholms tingsratt (Stockholm District Court) case no T 760-08:
Where a trademark has been infringed the reasonable royalty shall
be set to normal licensing prices. For a trademarks that is never
licensed the reasonable royalty can set to the profit the manufacturer
makes at authorised sales.

Svea hovréatt (Svea court of appeal) case no B 1842-13: Where a
trademark infringement concerns industrial products (bearings) of a
large variety and where prices usually fluctuate significantly in the
distribution chain, the price may be calculated using a mean
price/weight ratio in the manufacturer’s price list subtracting the
manufacturing cost/weight. Reasonable royalty shall also be
calculated as if the sale was conducted in accordance with the law,
and not on the basis of what the actual winning of the criminal
conduct ultimately was.
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Precedence

Hovréatten for nedre Norrland (Sundsvall court of appeals) case no B
1309-10: The lowest possible license fee the content provider would
have used in relation to the screening of the sports events was not a
reasonable royalty in comparison to the actual damages incurred, as
the sales were more or less the same as at other events where the
content was not illegally available. As the compensation for the
infringement only concerned neighbouring rights, the reasonable
royalty was set to a quarter of what the appellate court found as
reasonable royalty for the whole of the content.

Stockholms tingsratt (Stockholm District Court) case no T 16686-07:
Where the Swedish implementation of the enforcement directive had
been delayed, and the old provision thusly was to be interpreted in
the light of the directive (indirect effect), the court found that it could
not award multiples of the reasonable royalty, as this was not in
accordance with article 13 and the preamble’s reason 26 of the
enforcement directive.
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Precedence

Vastmanlands tingsratt (Vasteras Districs Court) case no B 506-12:
Reasonable royalty was awarded as if a license to non-exclusive
free distribution of movies had been granted, which was set to a
value corresponding to fifty per cent of the whole of the video
market, instead of being awarded on a download by download basis.
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